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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of the species LiFeP04 in the reply filed on 
November 12, 2008 is acknowledged. The traversal is on the ground(s) that the claims 
are directed to a method with a common technical feature in the method steps and that 
the features in the claimed process distinguishes it from the prior art, namely, the short 
thermal treatment step which results in a highly pure and homogeneous product of 
small crystal size. This is not found persuasive because the method of claim 1 is not 
found to involve an inventive step. See the rejections set forth below. As noted at p. 3 
of the October 15, 2008 Restriction Requirement, moreover, the formula in claim 1 
reads on carbon by itself. The process of thermal decomposition of organic compounds 
to form carbon, i.e., soot and charcoal, has been well known for millennia. 

The requirement is still deemed proper and is therefore made FINAL. The 
examination of claims 1-3 and 5-28 are limited to the formula LiFeP04 . Claim 4 is 
withdrawn from consideration as directed to non-elected species. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 and 5-28 are rejected under 35 U.S.C. 112. second paragraph, as 
being indefinite for failing to particularlv point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 1, second from last line, recites "in a short period of time". This limitation is 
indefinite because it is unclear how short is "short". At p. 12, lines 28-31 , the 
specification indicates that a "short period of time.. .is intended to mean durations 
generally less than or equal to 1 hour" (italics added). The term "generally" is construed 
as meaning "usually" which does not preclude the possibility of periods longer than one 
hour. 

To overcome this rejection, it is recommended that claim 13 be incorporated into 
claim 1. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-3. 5-20. 22. 24. and 26-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hsu (Journal of Materials Chemistry. 14. 2690-2695). 

Hsu teaches a process for preparing a composite material comprising LiFeP04 
and an electronically conducting compound such as carbon (Abstract). Organic 
compounds such as cithc acid, ferrous oxalate dihydrate, and NMP are used in a sol-gel 
process with drying and thermal decomposition at 400-950°C for 2 hours (Experimental 
Section, pp, 2690 and 2691 ). Grain sizes of 20-30 nm and carbon content of 6-1 6 wt% 
are reported at Table 1 on p. 2691 . 

To the extent the language in claim 1 is understood, Hsu does not appear to 
teach thermal decomposition for "a short period of time". 

Nevertheless, Hsu teaches thermal decomposition for 2 hours, as discussed 
above. Such a time period is deemed to be "short". 

It would have been obvious for a process for preparing a composite material of 
LiFeP04 and carbon, as taught by Hsu, to have a step of thermal decomposition for a 
short period of time because Hsu teaches a sol-gel step with a thermal decomposition 
step of 2 hours. The length of time of 2 hours is considered to be a short time, to the 
extent the present claim language is understood. 
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With respect to claim 8, one of ordinary skill in the art would have been aware of 
the use of a vacuum as an obvious alternative to the use of an inert gas such as N2 in 
order to avoid exposure to oxygen. One of ordinary skill is not an automaton; he or she 
is capable of using common sense. KSR Intern. Co. v. Teleflex Inc., 127 S. Ct. 1727, 
1742 (2007). 

With respect to claims 13 and 14, the time period of 2 hours comprises the time 
period of 1 hour as well. Some thermal decomposition also would have occurred during 
the first hour. In any case, the time period of 2 hours is close enough to the time period 
of 1 hour that one skilled in the art would have expected the same result. MPEP 
2144.05, 1. 

With respect to claim 18, Hsu teaches mixing, i.e., trituration, at p. 2690, col. b. 

With respect to claim 28, the specific surface area of 10 to 50 m^/g would have 
been prima facie obvious in view of the process taught by Hsu. MPEP 21 1 2.02. 

Claims 1-3 and 5-28 are reiected under 35 U.S.C. 103(a) as being unpatentable 
overRavet (US 2002/0195591). 

Ravet teaches a process for preparing a composite material comprising mixing 
LiFeP04 and an electronically conducting compound such as carbon [0069-0077]. The 
LiFeP04 and organic compound are mixed and dried, and the organic compound is 
thermally decomposed at 700°C for 3 hours in an inert atmosphere of Ar [0071]. The 
amount of carbon in the final product may be 0.1-55 wt% [0020, 0071 , 0073, and 0077]. 

To the extent the language in claim 1 is understood, Ravet does not appear to 
teach thermal decomposition for "a short period of time". 
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Nevertheless, Ravet teaches thermal decomposition for 3 hours, as discussed 
above. Such a time period is deemed to be "short". 

It would have been obvious for a process for preparing a composite material of 
LiFeP04and carbon, as taught by Ravet, to have a step of thermal decomposition for a 
short period of time because Ravet teaches a sol-gel step with a thermal decomposition 
step of 3 hours. The length of time of 3 hours is considered to be a short time as well, 
to the extent the present claim language is understood. 

With respect to claim 8, Ravet teaches drying under vacuum [0095]. Such 
treatment is considered to be the start of the thermal decomposition step. Moreover, 
one of ordinary skill in the art would have been aware of the use of a vacuum as an 
obvious alternative to the use of an inert gas such as Ar in order to avoid exposure to 
oxygen. One of ordinary skill is not an automaton; he or she is capable of using 
common sense. KSR, 127 S. Ct. at 1742. 

With respect to claims 13 and 14, the time period of 3 hours comprises the time 
period of 1 hour as well. Some thermal decomposition also would have occurred during 
the first hour. In any case, the time period of 3 hours is close enough to the time period 
of 1 hour that one skilled in the art would have expected the same result. MPEP 
2144.05, I. 

With respect to claim 18, Ravet teaches trituration [0100]. 
With respect to claims 21 , 24, and 26, Ravet teaches a sol-gel technique [0096]. 
With respect to claims 22, 23, and 25, Ravet teaches a variety of organic 
compounds [0024, 0052]. 
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With respect to claims 27 and 28, Ravet teaches the formation of a powder 
[0071 , 0073, and 0077]. The claimed particle sizes and surface areas would have been 
prima facie obvious in view of the process taught by Ravet. MPEP 21 12.02 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DOUGLAS MC GINTY whose telephone number is 
(571)272-1029. The examiner can normally be reached on M-F, 830-500. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/DOUGLAS MC GINTY/ 
Primary Examiner, Art Unit 1796 



